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DETAILED ACTION 

1 . Claims 1-3,5,6,8-21 ,23,24 and 26-36 of U. S. Application 10/748,364, filed 
12/30/2003, are pending. 

Claim Rejections - 35 USC 6 103 

2. The following is a quotation of 35 U.S.C. 103(a) wliich forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1-3,5,6,8-21,23,24 and 26-36 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over von Kaenel in view of Applicant's Own Admission. 

5. Von Kaenal et al. disclose incorporating maps into designs as discussed 
subsequently. 

6. Von Kaenal et al. do not appear to disclose printing by the vendor. 

7. AOA teaches the feature. 
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8. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Von Kaenal et al. with AOA because AOA discloses the advantages 
of using an external print service. See paragraphs 2-3 of the application (background of 
the art). 

9. Von Kaenal et al. disclose: 

making electronic map infomnation available to a server computer system, the 
map information containing information covering a relatively large geographical area 
and being adapted to produce relatively high resolution maps (fig. 13, 21, 25), 

In response to information received from a client computer system identifying a 
location within the relatively large geographical area, obtaining a relatively high 
resolution user map from the map infonnation, the user map covering a relatively small 
geographical area that includes at least the identified location (fig. 13, 21, 25, 109, 110, 
136, 166). 

generating a lower resolution display map version of the user map, the display 
map being suitable for displaying at the client (col. 65, lines 19-67; screen vs print size), 
transmitting the display map to the client for displaying to the user (fig. 13, 21, 

25). 

receiving a description of an electronic product design from the client, the 
description identifying at least a portion of the display map (fig. 13, 21, 25, 30-31, 33), 

associating the identified portion of the display map with corresponding map 
information such that the product design will be printed using the higher resolution 
version of the display map (fig. 13, 21, 25, 30-31, 33), 
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further comprising storing the obtained user map is stored at the server (fig. 13, 
21,25), 

further comprising storing the display version at the server (fig. 13, 21, 25), 
further comprising retrieving the stored display version in response to a request 

from the user and transmitting the display version to the client computer system (fig. 13, 

21,25). 

further comprising generating a thumbnail version of the display map and storing 
the thumbnail version at the server (fig. 13, 21, 25; screen vs print size), 

further comprising retrieving the stored thumbnail version in response to a 
request from the user and transmitting the thumbnail version to the client computer 
system for viewing by the user (fig. 13, 21 , 25; screen vs print size), 

wherein the user map is based on location information supplied by the user for 
the purpose of obtaining a map (fig. 13, 21, 25), 

wherein the user map is based on location information extracted from information 
previously supplied by the user for another purpose (fig. 13, 21 , 25; col. 61 , lines 8-23), 

wherein the information received includes a zoom level to be used to obtain the 
user map (fig. 13, 21, 25, 92), \ 

wherein the electronic product design has a defined map area and wherein the 
user map is obtained from the map information at a height and width ratio that 
corresponds to the height to width ratio of the map area in the electronic product design 
(fig. 13, 21, 25; col. 65, lines 19-67), 

wherein the electronic product design has a defined map area and wherein the 
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display map is generated to have a height and width ratio that corresponds to the height 
to width ratio of the available map area in the electronic product design (fig. 1 3, 21 , 25). 
10. Von Kaenal et al. does not appear to disclose printing on two sides, as recited, 
for example, in amended claim 1 : 



pjnyvidinipt an imaac of at legi st a portion of a fii-st side oH h c producl for 
diSPlayiM M.theusc^^ user, 

prmdin^ a to<M ailo\vinK the user to supply at least text to l^c printcti on the 
Ufst side 

ufovidini! (in image of at least a portion of a secom! side of the product for 

displaymg. to ihc^llLScr 

havina n area where a map witl be print ed when the prod uct is pdnte tl, 




providing a tool allowing thp Mscr.to tdieatif v p location lo be included within 
tlicjnap that will h&nrmted in the map area. 



1 1 . Applicants have admitted that it was known to edit various types of common print 
materials offline and that the editing tools were available. 



\MK1] Many individuals, businesses, and orgamzations occasionally have a need for 



brocfaures/promottonal post<Sds> or any number of o&er items. Some of these 



grepanng'ihe materiai y'^qfs^ 

^^^^^WS!^put\med and instaiied on a persona] computer to design the 
product and using their local printer attached to their personal computer to perform the 

printing. 



12. A skilled artisan would recognize that the materials commonly include two sides, 
since there are usually two sides available for printing, and would recognize the 
advantages in printing on both sides including, for example, the ability to provide more 
information to a customer through one piece of printed material. 




ctistom printed materials, such as business cards, party invitations, product or service 




inesscs turn to sources such as a local print shop for assistance in 
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1 3. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the Von Kaenal et al. teaching to include editing/printing on both 
sides in the context of the Internet. 

14. As noted by the Court, when there is a design need or market pressure to solve a 
problem and there are a finite number of identified, predictable solutions, a person of ordinary 
skill has good reason to pursue the known options within his or her technical grasp . If this leads 
to the anticipated success, it is likely the product not of innovation but of ordinary skill and 
common sense . In that instance the fact that a combination was obvious to try might show that it 
was obvious under §103. KSR Int'l v, Teleflex, Inc., 550 U.S. (2007). 

15. "In determining whether the subject matter of a patent claim is obvious, neither the 
particular motivation nor the avowed purpose of the patentee controls. What matters is the 
objective reach of the claim. If the claim extends to what is obvious, it is invalid under 
S103. One of the ways in which a patent's subject matter can be proved obvious is by noting 
that there existed at the time of invention a known problem for which there was an obvious 
solution encompassed by the patent's claims." KSR Int'l v. Teleflex, Inc., 550 U.S. (2007). 

16. Applicants have admitted that there is a known problem, namely the need for 
custom printed materials, and that it is known and desirable to do so with various editing 
tools, without the internet; 
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|0002| Mimy uidividuals, busuwsses, and m^anlzations occasionally have a need for 
custom printed materials, such a s bu$ine$s cards, part y invitations, product or servic e 
br^hures, promotional postcard s^ or^ nuinbaofo2& ilomi.' 'Sonie'of th^' 
indi viduals and businesses turn to sources such as a local print shop for assistance \n 
preparing me matenal s. Others noay attentat to create the prodi^t themselves using 
^^^^a^^ii^Himp\m^ and installed on a personal computer to design the 
product and using their local printer att^ied to their personal computer to perform the 
printing. 

17. Applicants have admitted that it is known and desirable to do so on the internet 
with various editing tools. 

[00031 An liKreesii^y poptihir alternative for obtaining these types of materials is 
the use of a Web-based printing service provider that takes advantage of the apU>]littes 
of the Web and modem Web browsers to provide document design services ftom any 
computer with Web access at whatever time and place is convenient to the user. 
Computerized systems typically provide tfaeir customers with the ability to access and 
view a wide rangcVf pre'^^gn^Tpr^Act tcmpi^TselSrt'a^^l^TOp'^C^l^ ter 
mfnimatinn to create a customized product destga TypicaUy, a user can add, modily , 
83^ posmon custom text and upload images to be added to die electronic product design , 

I When a user is satisfied with the design of the product, the user can place an order with 
I the primtng service provider for the production of a desired quantity of high quality 
Sprinted versions of the product to be delivered to the customer's home or business. 



[0004] In anothra- computer^related field, high quality mapping sofh^^ is available 
imm various vendors dther online <^ on a CD or other media and mapping software 
applications have become common. Examples include mobile applications, like handheld 
and automotive map systems using global posltionit^ technology* and cotnmercial 
establishment applications, such as customlTsd driving maps printed isu car rental offices 
for mdividual customers. In the Web environment, various free services available on the 
Web, such as MapQucstcom and Yahoo.com, allow an individual to enter a street 
address and view a corrcfsponding map. Toote to modify the displayed nuqi ly zoomin g 

scrolling are also commonly provide d. l^SSSrSiSi%'''WS^IE^^ 
iticorpbrate access to a mailing service to display maps for stores and custom driving 



difiEtiSiriioWiM 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to practice the claimed invention. 

18. In Kahn, the court affirmed the PTO*s finding of obviousness, explaining at great 
length that a "teaching, suggestion, or motivation" can be found "implicitly" based on 
precisely the factors that the Solicitor General says are relevant: "what the combined 
teachings, knowledge of one of ordinary skill in the art, and the nature of the problem to 
be solved as a whole would have suggested to those of ordinary skill in the art" 441 
F.3d 987 

19. In Dystar Textilfarben v. C.H. Patrick (06-1088), the court explained, "an implicit 
motivation to combine exists not only when a suggestion may be gleaned from the prior 
art as a whole, but when the 'improvement' is technology-independent and the 
combination of references results in a product or process that is more desirable, for 
example because it is stronger, cheaper cleaner, fasten lighter, smaller, more durable, 
or more efficient .'' (emphasis added). In this case, the "problem" facing those in the art, 
and the solution was known: 



[0(^1 An inaredsingly popular alternative for ofciaming these types of materials is 
the use of a Web-bascd printing service provider that lakes advantage of the capabilities 
of the Web and modem Web browsers to provide document design services torn any 
computer with Web access at whatever time and place is convenient to the user. 
Computerized systems typically provide dieir customers with the abiHty to access and 
view a v\idc range of pre -designed product templates, select a desired tem plate, aridTenter 
qUmSllfi^^ Typically, a user can add, modify , 

and positioa cus tom text and upload images to added to tfw electronic product design . 

I., WhenT^i^^lsSmsiled witfi'the design of the pit>ductJtti51^rcaS'5s^ order with ^ 
I the printing service provider for the production of a desired quantity of high quality 
iprinced versions of the product to be delivered to the customer's homt or business* 
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Respon se to Arguments 

20. Applicant's arguments, filed 7/12/2007, have been carefully considered but are 
not persuasive. 

21. Applicants argue: 

Th o von Kaonnl refcmtce discloses a iy^xcaw Cor atori iig vax^ reuicving spatial 

described al coh 27» iitie 27 to ceil. 28» Hne2, u user ct«i submit it request to a server 
to view adcctcd icirormalion. \vli:ch will lyptcaity be ns^umed by the &:rvcr as a 
number of linage layet s that arc coinbiiKxl into a single ima^c at the cliciii eoiiiptttcr. 
iitptcitA m Hg. 25 and liescnhod t\ eol 44, line 48 to eol. 45, line 6, the von 

Kac»al rcfcrcitcc dcscrtbci al lowing thg user to print a copy of a displ ayed iumge. 

for locat priming by ihc tisor. 

and 

'Ilieelainis ofthe pencling application have bccti nmcndcd to clarify thai the 
clninicd tticlbods and syMcms are nol dtrccted lo merely gcticmting and viewing m 
online map image aiid then prtt?tii)g a copy of it, but milwr lo mclhod$ and systems 

tm allowing a user to perform otiHi^c (Icsi^yi of a cusiomi^dc!, two-lii^l<f pr^ucf'ffbc 

22. However, Applicants have admitted in the specification that there is a known 
problem, namely the need for custom printed materials: 

|000Z| Many individuals, busifiesses, and organhations occastonaliy have a need for 
cystem printed materials, $ucfa as^bus i^y^ carfs^ or' sffir yice" 

' biS3utfe$^promotiona! po^ Srai^ ntunbcrof S(>nie of these" 

indivdduSis Hd bu&lncsscs ium'Ui sources such as a local prim shop for assistance tn 
prepinng ate matenal s, OU^ may attempt to create the product themselves using 
!$^ili^lP[wmvpim:hs$ed and mstalted on a personal computer to design the 
product mi using their local printier attached to thdr personal computer to perform the 
prlniii^. 



and that it is known to do so on the internet with various editing tools. 
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[0003] An increasingly popular alternative for obtaining these types of materials Is 
the use of a Web-based priming service provider that takes advantage of the capabilities 
of the Web ami modem Web browsers to proviite document design services tSrom any 
computer with Web access at whatever time and place is convenient to the user. 
Computerizgd systems typically provide their customers with the ability to access and 
viewaWdelS^ofpii^ 

inforTn?itinn to creatg a cttttoitilzed ifflkiuct design / tvmcaUv> a user can add, modifyT 
and |H>»tton custom text and upload images to be added to the electronic product dtesign . 
When a'i^f is''sa'tisficii with the design offfie product, 'iSrtiSISp^^ with'*- 
[the printing service provider for the production of a desired quantity of high quality 
sprinted versions of tltt product to be delivered to Use customer's home or business. 

23. Furthermore, a skilled artisan would recognize that the materials to be used for 
commonly include two sides, since there are usually two sides available for printing, and 
would recognize the advantages in printing on both sides including, for example, the 
ability to provide more information to a customer through one piece of printed material. 

Conclusion 

24. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

25. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

26. Any inquiry concerning this communication or earlier communications 
from the examiner should be: 

directed to: Dr. Hugh Jones telephone number (571) 272-3781 , 
Monday-Thursday 0830 to 0700 ET, 

or 

the examiner's supervisor, Kamini Shah, telephone number (571) 272-2279. 
Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group receptionist, telephone number (703) 305-3900. 

mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 308-9051 (for formal communications intended for entry) 

or (703) 308-1396 (for infomnal or draft communications, please label 

PROPOSED or DRAFT). 

/Hugh Jones/ 

Primary Patent Examiner 

September 1, 2007 




